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APPLICANT’S CROSS-MOTION FOR SUMMARY JUDGMENT AND 
RESPONSE TO OPPOSER’S MOTION FOR SUMMARY JUDGMENT 
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�K�H�O�S�V���S�H�R�S�O�H���P�D�Q�D�J�H���W�K�H�L�U���P�R�Y�H�����$�I�W�H�U���P�R�Q�W�K�V���R�I���U�H�V�H�D�U�F�K���� �V�X�U�Y�H�\�V�����D�Q�G���I�H�H�G�E�D�F�N���� �$�S�S�O�L�F�D�Q�W��

�F�R�Q�F�O�X�G�H�G���W�K�D�W���P�R�V�W���V�W�U�X�J�J�O�H�V���Z�L�W�K���P�R�Y�L�Q�J���F�R�P�H�V���Z�L�W�K���S�H�R�S�O�H���R�Z�Q�L�Q�J���W�R�R���P�D�Q�\���L�W�H�P�V���V�R���W�K�D�W��
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�� �$�V���$�S�S�O�L�F�D�Q�W���E�H�J�D�Q���G�H�Y�H�O�R�S�L�Q�J���D�Q���D�S�S�O�L�F�D�W�L�R�Q���W�R���V�R�O�Y�H���W�K�H���S�U�R�E�O�H�P���L�W���L�G�H�Q�W�L�I�L�H�G����
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�U�H�I�H�U�H�Q�F�H���W�R���³�K�R�P�H�´���D�Q�G���³�V�D�I�H���V�S�D�F�H���´���L�W���P�D�G�H���V�H�Q�V�H���I�R�U���W�K�H���$�S�S�O�L�F�D�Q�W���W�R���F�R�Q�V�L�G�H�U���W�K�L�V���W�H�U�P���L�Q��

�Q�D�P�L�Q�J���W�K�H���Q�H�Z���L�G�H�D�������2�W�K�H�U���D�S�S�O�L�F�D�W�L�R�Q�V���W�K�D�W���X�V�H���W�K�H���Z�R�U�G���Q�H�V�W���L�Q�F�O�X�G�H���³�1�H�V�W�´�����D���V�P�D�U�W���K�R�P�H��

�P�D�Q�D�J�H�P�H�Q�W���D�S�S���R�Z�Q�H�G���E�\���*�R�R�J�O�H�����D�Q�G���³�1�H�V�W�W�H�D�G�´�����D�Q���R�U�J�D�Q�L�]�D�W�L�R�Q���D�Q�G���P�D�Q�D�J�H�P�H�Q�W���D�S�S���I�R�U���D��

�X�V�H�U�¶�V���S�H�U�V�R�Q�D�O���E�H�O�R�Q�J�L�Q�J�V�����,�Q���V�H�D�U�F�K���I�R�U���D���X�Q�L�T�X�H�����U�K�\�W�K�P�L�F�����D�Q�G���P�H�P�R�U�D�E�O�H���Q�D�P�H���I�R�U���W�K�H���Q�H�Z��

�L�G�H�D�����W�K�H���D�S�S�O�L�F�D�Q�W���F�D�P�H���X�S���Z�L�W�K���W�K�H���X�Q�L�T�X�H���Z�R�U�G���³�3�H�H�N�Q�H�V�W�´���W�K�D�W���F�R�P�E�L�Q�H�V���³�3�H�H�N�´���W�R���V�H�H�����D�Q�G��

�³�1�H�V�W�´�����K�R�P�H���R�U���V�D�I�H���V�S�D�F�H�����7�K�H���Q�D�P�H���D�F�F�X�U�D�W�H�O�\���G�H�V�F�U�L�E�H�G���W�K�H���$�S�S�O�L�F�D�Q�W�¶�V���L�Q�W�H�Q�W�L�R�Q���Z�L�W�K���W�K�H��

�L�G�H�D�����Z�K�L�F�K���L�V���W�R���P�D�N�H���L�W���H�D�V�\���I�R�U���S�H�R�S�O�H���W�R���V�H�H���W�K�H�L�U���V�W�X�I�I�����6�L�Q�F�H���W�K�H���Q�D�P�H���Z�D�V���D�Y�D�L�O�D�E�O�H���D�F�U�R�V�V��

�D�O�O���G�R�P�D�L�Q�V���D�Q�G���V�R�F�L�D�O���P�H�G�L�D���S�O�D�W�I�R�U�P�V�����W�K�H���D�S�S�O�L�F�D�Q�W���Z�H�Q�W���D�K�H�D�G���Z�L�W�K���W�K�H���Q�D�P�H���³�3�H�H�N�Q�H�V�W�´����

�7�K�H���D�S�S�O�L�F�D�Q�W���I�X�U�W�K�H�U���H�[�S�O�R�U�H�G���W�K�L�V���F�R�Q�F�H�S�W���D�Q�G���Z�D�V�� �W�K�H���I�L�U�V�W���W�R�� �S�R�S�X�O�D�U�L�]�H�� �W�K�H���Z�R�U�G��

�³�1�H�V�W�´���L�Q���L�W�V���X�V�H�U���H�[�S�H�U�L�H�Q�F�H���D�Q�G���P�R�E�L�O�H���D�S�S�O�L�F�D�W�L�R�Q�����3�H�H�N�Q�H�V�W���F�R�Q�W�L�Q�X�H�V���W�R���E�H���W�K�H���R�Q�O�\���D�S�S���W�K�D�W��

�X�V�H�V���W�K�H���Z�R�U�G���³�1�H�V�W�´���D�Q�G���W�K�H���W�H�U�P�V���³�1�H�V�W���L�W�´���D�Q�G���³�1�H�V�W�L�Q�J�´���W�R���U�H�I�H�U���W�R���W�K�H���D�F�W���R�I���F�D�W�D�O�R�J�L�Q�J���D�Q�G��
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�Q�D�P�H�����$�S�S�O�L�F�D�Q�W���S�D�L�G���I�R�U���D���W�U�D�G�H�P�D�U�N���V�H�D�U�F�K���W�R���H�Q�V�X�U�H���Q�R���H�[�L�V�W�L�Q�J���F�R�P�S�D�Q�L�H�V���Z�H�U�H���X�V�L�Q�J���V�L�P�L�O�D�U��
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�2�S�S�R�V�H�U���K�D�V���W�U�L�H�G���D�Q�G���I�D�L�O�H�G���W�R�� �R�E�W�D�L�Q�� �D���W�U�D�G�H�P�D�U�N�� �R�Q�� �D���³�1�H�V�W�´���P�D�U�N�����6�L�Q�F�H�� �2�S�S�R�V�H�U��

�F�D�Q�Q�R�W���F�O�D�L�P���W�K�H���³�1�H�V�W�´���P�D�U�N���D�V���L�W�V���R�Z�Q�����L�W���X�V�H�V���D�Q���R�Y�H�U�O�\���E�U�R�D�G���G�H�V�F�U�L�S�W�L�R�Q���D�G�R�S�W�H�G���L�Q���L�W�V���³�1�H�V�W��
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Certificate of Service 

�,�W���L�V���K�H�U�H�E�\���F�H�U�W�L�I�L�H�G���W�K�D�W���D���F�R�S�\���R�I���W�K�H���I�R�U�H�J�R�L�Q�J���³�'�H�Flaration of �5�D�\�\�D�Q���)�D�U�L�V In Support Of 
�$�S�S�O�L�F�D�Q�W�¶�V���&�U�R�V�V-�0�R�W�L�R�Q���)�R�U���6�X�P�P�D�U�\���-�X�G�J�P�H�Q�W���$�Q�G���5�H�V�S�R�Q�V�H���7�R���2�S�S�R�V�H�U�¶�V���0�R�W�L�R�Q���)�R�U��
Summary Judgment�´���K�D�V���E�H�H�Q���V�H�U�Y�H�G���R�Q���2�S�S�R�V�H�U�¶�V���$�W�W�R�U�Q�H�\�������5�H�O�D�Q�L���%�H�O�R�X�V���R�I���W�K�H���%�H�O�R�X�V 
Law Corporation , via electronic mail to  relani@belouslaw.com.  

/s/ Idris Motiwala
Idris Motiwala 
Attorney for Applicant

mailto:relani@belouslaw.com
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IN THE UNITED STATES PATENT AND TRADEMARK 
OFFICE BEFORE THE TRADEMARK TRIAL AND APPEAL 
BOARD 

 
 
NEST EGG LABS, INC., 

 
Opposer, 

v. 
 
PEEKNEST, INC., 

 
Applicant. 

 
Opposition Proceeding No. 91267205 

Application Serial No.: 88/746,125 

Mark: NEST 

 
DECLARATION OF IDRIS MOTIWALA IN SUPPORT OF �$�3�3�/�,�&�$�1�7�¶�6���&�5�2�6�6-

�0�2�7�,�2�1���)�2�5���6�8�0�0�$�5�<���-�8�'�*�0�(�1�7���$�1�'���5�(�6�3�2�1�6�(���7�2���2�3�3�2�6�(�5�¶�6���0�2�7�,�2�1��
FOR SUMMARY JUDGMENT 

 
 

Pursuant to 28 U.S.C. § 1746, Idris Motiwala declares under penalty of perjury 

as follows: 

1. I am an attorney licensed to practice in the State of Texas and the 

attorney of record for Applicant, Peeknest, Inc. ���³Applicant�´������ �L�Q�� �W�K�H�� �D�E�R�Y�H- referenced 

Opposition Proceeding. I have personal knowledge of the facts set forth below and if  called 

upon and sworn as a witness I could and would competently testify as set forth below. 

2. I submit this declaration in support of �$�S�S�O�L�F�D�Q�W�¶�V�� �&�U�R�V�V-Motion for 

�6�X�P�P�D�U�\�� �-�X�G�J�P�H�Q�W�� �D�Q�G�� �5�H�V�S�R�Q�V�H�� �W�R�� �2�S�S�R�V�H�U�¶�V�� �0�R�W�L�R�Q�� �I�R�U�� �6�X�P�P�D�U�\�� �-�X�G�J�P�H�Q�W��and to 

place before the Honorable Trademark Trial and Appeal Board true and accurate copies of 

pertinent documents and exhibits. 

3. Exhibit 1 consists of a true and accurate copy of the Opp�R�V�H�U�¶�V U.S. 

Application No. 88/799352 for its NEST mark obtained from the U.S. Patent and 

Trademark �2�I�I�L�F�H�¶�V TSDR database. 

4. Exhibit 2 consists a true and accurate copy of the Suspension Letter 
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�L�V�V�X�H�G�� �L�Q�� �2�S�S�R�V�H�U�¶�V�� �8�6�� �$�S�S�O�L�F�D�W�L�R�Q��No. 88/799352 for its NEST mark obtained from the 

U.S. Patent and Trademark �2�I�I�L�F�H�¶�V TSDR database. 

 

I declare under penalty of perjury that the foregoing is true and correct.     Executed this 13th day 

of December 2021. 

 

/s/ Idris Motiwala                                            

Idris Motiwala 
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Certificate of Service 
 
 
�,�W���L�V���K�H�U�H�E�\���F�H�U�W�L�I�L�H�G���W�K�D�W���D���F�R�S�\���R�I���W�K�H���I�R�U�H�J�R�L�Q�J���³�'�H�Flaration of Idris Motiwala In Support Of 
�$�S�S�O�L�F�D�Q�W�¶�V���&�U�R�V�V-�0�R�W�L�R�Q���)�R�U���6�X�P�P�D�U�\���-�X�G�J�P�H�Q�W���$�Q�G���5�H�V�S�R�Q�V�H���7�R���2�S�S�R�V�H�U�¶�V���0�R�W�L�R�Q���)�R�U��
Summary Judgment�´���K�D�V���E�H�H�Q���V�H�U�Y�H�G���R�Q���2�S�S�R�V�H�U�¶�V���$�W�W�R�U�Q�H�\�������5�H�O�D�Q�L���%�H�O�R�X�V���R�I���W�K�H���%�H�O�R�X�V Law 
Corporation , via electronic mail to  relani@belouslaw.com.  
 
 

/s/ Idris Motiwala                                            
Idris Motiwala 

        Attorney for Applicant

mailto:relani@belouslaw.com


Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMB control number. 
PTO Form 1478 (Rev 09/2006)

OMB No. 0651-0009 (Exp 02/28/2021)

Trademark/Service Mark Application, Principal Register

Serial Number: 88799352
Filing Date: 02/15/2020

The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 88799352

MARK INFORMATION

* MARK Nest

STANDARD CHARACTERS YES

USPTO-GENERATED IMAGE YES

LITERAL ELEMENT Nest

MARK STATEMENT
The mark consists of standard characters, without claim to any
particular font style, size, or color.

REGISTER Principal

APPLICANT INFORMATION

* OWNER OF MARK Winprogger LLC

* MAILING ADDRESS 500 W Hamilton Avenue, #1641

* CITY Campbell

* STATE
(Required for U.S. applicants)

California

* COUNTRY/REGION/JURISDICTION/U.S. TERRITORY United States

* ZIP/POSTAL CODE
(Required for U.S. and certain international addresses)

95011

* EMAIL ADDRESS XXXX

LEGAL ENTITY INFORMATION

TYPE limited liability company

STATE/COUNTRY/REGION/JURISDICTION/U.S. TERRITORY
WHERE LEGALLY ORGANIZED

California

GOODS AND/OR SERVICES AND BASIS INFORMATION

INTERNATIONAL CLASS 009 

* IDENTIFICATION

Computer application software for mobile phones, namely,
software for assisting with the collection of data, organization
and creating an inventory of items; Computer software that
provides web-based access to applications and services
through a web operating system or portal interface; a mobile
interface to capture, catalog, collaborate, organize, manage,
and inventory belongings, goods, services, experiences,
documents, notes, and media.

FILING BASIS SECTION 1(a)

../APP0002.JPG


       FIRST USE ANYWHERE DATE At least as early as 05/05/2011

       FIRST USE IN COMMERCE DATE At least as early as 05/05/2011

       SPECIMEN FILE NAME(S)

       JPG FILE(S)
\\TICRS\EXPORT18\IMAGEOUT
18\887\993\88799352\xml1 \ APP0006.JPG

       ORIGINAL PDF FILE
SPE0-71845022-20200215172 328901541_._elligent_Inve
ntory_Management_Software _for_Small_Business_1_.pdf

       CONVERTED PDF FILE(S)
       (1 page)

\\TICRS\EXPORT18\IMAGEOUT
18\887\993\88799352\xml1\ APP0003.JPG

       ORIGINAL PDF FILE
SPE0-71845022-20200215172 328901541_._app-store-pre
view-web-cloud.pdf

       CONVERTED PDF FILE(S)
       (1 page)

\\TICRS\EXPORT18\IMAGEOUT
18\887\993\88799352\xml1\ APP0004.JPG

       ORIGINAL PDF FILE
SPE0-71845022-20200215172 328901541_._b2c-AppStoreS
creenShot7-6p5inch-1.pdf

       CONVERTED PDF FILE(S)
       (1 page)

\\TICRS\EXPORT18\IMAGEOUT
18\887\993\88799352\xml1\ APP0005.JPG

       ORIGINAL PDF FILE SPE0-71845022-20200215172 328901541_._Screen_shot.pdf

       CONVERTED PDF FILE(S)
       (1 page)

\\TICRS\EXPORT18\IMAGEOUT
18\887\993\88799352\xml1\ APP0007.JPG

       ORIGINAL PDF FILE
SPE0-71845022-20200215172 328901541_._site-usage-ho
me-page-es.pdf

       CONVERTED PDF FILE(S)
       (1 page)

\\TICRS\EXPORT18\IMAGEOUT
18\887\993\88799352\xml1\ APP0008.JPG

       SPECIMEN DESCRIPTION Website and screenshots of use

ATTORNEY INFORMATION

NAME Relani Belous

ATTORNEY DOCKET NUMBER WP-Nest

ATTORNEY BAR MEMBERSHIP NUMBER XXX

YEAR OF ADMISSION XXXX

U.S. STATE/ COMMONWEALTH/ TERRITORY XX

STREET PO Box 40095

CITY Pasadena

STATE California

COUNTRY/REGION/JURISDICTION/U.S. TERRITORY United States

ZIP/POSTAL CODE 91114

EMAIL ADDRESS Relani@BelousLaw.com

CORRESPONDENCE INFORMATION

NAME Relani Belous

PRIMARY EMAIL ADDRESS FOR CORRESPONDENCE Relani@BelousLaw.com

SECONDARY EMAIL ADDRESS(ES) (COURTESY COPIES) NOT PROVIDED

../APP0006.JPG
../APP0006.JPG
../SPE0-71845022-20200215172328901541_._elligent_Inventory_Management_Software_for_Small_Business_1_.pdf
../SPE0-71845022-20200215172328901541_._elligent_Inventory_Management_Software_for_Small_Business_1_.pdf
../APP0003.JPG
../APP0003.JPG
../SPE0-71845022-20200215172328901541_._app-store-preview-web-cloud.pdf
../SPE0-71845022-20200215172328901541_._app-store-preview-web-cloud.pdf
../APP0004.JPG
../APP0004.JPG
../SPE0-71845022-20200215172328901541_._b2c-AppStoreScreenShot7-6p5inch-1.pdf
../SPE0-71845022-20200215172328901541_._b2c-AppStoreScreenShot7-6p5inch-1.pdf
../APP0005.JPG
../APP0005.JPG
../SPE0-71845022-20200215172328901541_._Screen_shot.pdf
../APP0007.JPG
../APP0007.JPG
../SPE0-71845022-20200215172328901541_._site-usage-home-page-es.pdf
../SPE0-71845022-20200215172328901541_._site-usage-home-page-es.pdf
../APP0008.JPG
../APP0008.JPG


FEE INFORMATION

APPLICATION FILING OPTION TEAS Standard

NUMBER OF CLASSES 1

APPLICATION FOR REGISTRATION PER CLASS 275

* TOTAL FEES DUE 275

* TOTAL FEES PAID 275

SIGNATURE INFORMATION

SIGNATURE /RBELOUS/

SIGNATORY'S NAME Relani Belous

SIGNATORY'S POSITION Attorney of Record, California Bar Member

SIGNATORY'S PHONE NUMBER 310-686-1053

DATE SIGNED 02/15/2020



Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMB control number. 
PTO Form 1478 (Rev 09/2006)

OMB No. 0651-0009 (Exp 02/28/2021)

 

Trademark/Service Mark Application, Principal Register

Serial Number: 88799352
Filing Date: 02/15/2020

To the Commissioner for Trademarks:

MARK:  Nest (Standard Characters, see mark)
The literal element of the mark consists of Nest. The mark consists of standard characters, without claim to any particular font style, size, or
color.
The applicant, Winprogger LLC, a limited liability company legally organized under the laws of California, having an address of
      500 W Hamilton Avenue, #1641
      Campbell, California 95011
      United States
      XXXX

requests registration of the trademark/service mark identified above in the United States Patent and Trademark Office on the Principal Register
established by the Act of July 5, 1946 (15 U.S.C. Section 1051 et seq.), as amended, for the following:

International Class 009:  Computer application software for mobile phones, namely, software for assisting with the collection of data,
organization and creating an inventory of items; Computer software that provides web-based access to applications and services through a web
operating system or portal interface; a mobile interface to capture, catalog, collaborate, organize, manage, and inventory belongings, goods,
services, experiences, documents, notes, and media.

In International Class 009, the mark was first used by the applicant or the applicant's related company or licensee or predecessor in interest at
least as early as 05/05/2011, and first used in commerce at least as early as 05/05/2011, and is now in use in such commerce. The applicant is
submitting one(or more) specimen(s) showing the mark as used in commerce on or in connection with any item in the class of listed
goods/services, consisting of a(n) Website and screenshots of use.
JPG file(s):
Specimen File1
Original PDF file:
SPE0-71845022-20200215172 328901541_._elligent_Inve ntory_Management_Software _for_Small_Business_1_.pdf
Converted PDF file(s) (1 page)
Specimen File1
Original PDF file:
SPE0-71845022-20200215172 328901541_._app-store-pre view-web-cloud.pdf
Converted PDF file(s) (1 page)
Specimen File1
Original PDF file:
SPE0-71845022-20200215172 328901541_._b2c-AppStoreS creenShot7-6p5inch-1.pdf
Converted PDF file(s) (1 page)
Specimen File1
Original PDF file:
SPE0-71845022-20200215172 328901541_._Screen_shot.pdf
Converted PDF file(s) (1 page)
Specimen File1
Original PDF file:
SPE0-71845022-20200215172 328901541_._site-usage-ho me-page-es.pdf
Converted PDF file(s) (1 page)
Specimen File1

The owner's/holder's proposed attorney information: Relani Belous. Relani Belous, is a member of the XX bar, admitted to the bar in XXXX, bar
membership no. XXX, is located at
      PO Box 40095

../APP0002.JPG
../APP0006.JPG
../SPE0-71845022-20200215172328901541_._elligent_Inventory_Management_Software_for_Small_Business_1_.pdf
../APP0003.JPG
../SPE0-71845022-20200215172328901541_._app-store-preview-web-cloud.pdf
../APP0004.JPG
../SPE0-71845022-20200215172328901541_._b2c-AppStoreScreenShot7-6p5inch-1.pdf
../APP0005.JPG
../SPE0-71845022-20200215172328901541_._Screen_shot.pdf
../APP0007.JPG
../SPE0-71845022-20200215172328901541_._site-usage-home-page-es.pdf
../APP0008.JPG


      Pasadena, California 91114
      United States
      Relani@BelousLaw.com
The docket/reference number is WP-Nest.
Relani Belous submitted the following statement: The attorney of record is an active member in good standing of the bar of the highest court of a
U.S. state, the District of Columbia, or any U.S. Commonwealth or territory.
The applicant's current Correspondence Information:
      Relani Belous
       PRIMARY EMAIL FOR CORRESPONDENCE: Relani@BelousLaw.com       SECONDARY EMAIL ADDRESS(ES) (COURTESY
COPIES): NOT PROVIDED

Requirement for Email and Electronic Filing: I understand that a valid email address must be maintained by the applicant owner/holder and
the applicant owner's/holder's attorney, if appointed, and that all official trademark correspondence must be submitted via the Trademark
Electronic Application System (TEAS).
A fee payment in the amount of $275 has been submitted with the application, representing payment for 1 class(es).

Declaration

Basis:
If the applicant is filing the application based on use in commerce under 15 U.S.C. § 1051(a):

The signatory believes that the applicant is the owner of the trademark/service mark sought to be registered;
The mark is in use in commerce on or in connection with the goods/services in the application;
The specimen(s) shows the mark as used on or in connection with the goods/services in the application; and
To the best of the signatory's knowledge and belief, the facts recited in the application are accurate.

And/Or
If the applicant is filing the application based on an intent to use the mark in commerce under 15 U.S.C. § 1051(b), § 1126(d),
and/or § 1126(e):

The signatory believes that the applicant is entitled to use the mark in commerce;
The applicant has a bona fide intention to use the mark in commerce on or in connection with the goods/services in the
application; and
To the best of the signatory's knowledge and belief, the facts recited in the application are accurate.

To the best of the signatory's knowledge and belief, no other persons, except, if applicable, concurrent users, have the right to use the
mark in commerce, either in the identical form or in such near resemblance as to be likely, when used on or in connection with the
goods/services of such other persons, to cause confusion or mistake, or to deceive.

To the best of the signatory's knowledge, information, and belief, formed after an inquiry reasonable under the circumstances, the
allegations and other factual contentions made above have evidentiary support.

The signatory being warned that willful false statements and the like are punishable by fine or imprisonment, or both, under 18 U.S.C. §
1001, and that such willful false statements and the like may jeopardize the validity of the application or submission or any registration
resulting therefrom, declares that all statements made of his/her own knowledge are true and all statements made on information and
belief are believed to be true.

Declaration Signature

Signature: /RBELOUS/   Date: 02/15/2020
Signatory's Name: Relani Belous
Signatory's Position: Attorney of Record, California Bar Member
Payment Sale Number: 88799352
Payment Accounting Date: 02/18/2020

Serial Number: 88799352
Internet Transmission Date: Sat Feb 15 17:43:19 ET 2020
TEAS Stamp: USPTO/BAS-XX.XX.XX.XX-202002151743194178
37-88799352-71052063d79ef87ede84e2247745
e129263697e419d34dea8bc1eba72c6d70bc-CC-
43170413-20200215172328901541
 



















To: NEST EGG LABS INC. (Relani@BelousLaw.com)

Subject: U.S. Trademark Application Serial No. 88799352 - NEST - WP-Nest

Sent: December 11, 2020 05:54:31 PM

Sent As: ecom108@uspto.gov

Attachments:
 

United States Patent and Trademark Office (USPTO)

Office Action (Official Letter) About Applicant’s Trademark Application

 
U.S. Application
Serial No.88799352

 

Mark:  NEST

 

 

 

 

Correspondence
Address: 
      Relani Belous

      PO BOX 40095

      PASADENA CA
91114

      

      

 
 

 

 

Applicant:  NEST
EGG LABS INC.

 

 

 

Reference/Docket No.
WP-Nest

 

Correspondence
Email Address: 

      
Relani@BelousLaw.com

 

 

 

SUSPENSION NOTICE

No Response Required

 

 

Issue date: December 11, 2020

 

This Office action is in response to applicant’s communication filed on 11/14/20.

 

Applicant’s Response, Dated 11/14/20

 

In its response, dated 11/14/20, applicant amended the identification of goods. However, a portion of the identification of goods remains
indefinite. Accordingly, the examining attorney continues and maintains the requirement that applicant amend the indefinite portion of the



identification of goods. See explanation below.

 

In addition, in an attempt to obviate the refusal entitled “Refusal – Mark Differs on Drawing and Specimen – Material,” applicant submitted a
substitute specimen. Although the substitute specimen obviates the refusal entitled “Refusal – Mark Differs on Drawing and Specimen –
Material,” it is unacceptable to show use of the applied-for mark on or in connection with any of the applied-for goods in International Class 09.
Accordingly, the refusal to register the applied-for mark because applicant failed to provide evidence of use of the mark in commerce is
continued and maintained. See specimen refusal below.

 

Next, in response, applicant submitted arguments against the Trademark Act Section 2(d) Likelihood of Confusion refusal with U.S. Registration
Nos. 4886016, 5001921, 5639103, 5657282, 5639133 and 5723117. The examining attorney has carefully reviewed and considered applicant’s
arguments and is not persuaded. Accordingly, the examining attorney continues and maintains the Trademark Act Section 2(d) Likelihood of
Confusion refusal with U.S. Registration Nos. 4886016, 5001921, 5639103, 5657282, 5639133 and 5723117, and reserves the right to fully
address applicant’s arguments upon the final disposition of cited prior pending Application Serial Nos. 88709645, 88655231, 88478295,
88478292, 88478290, 88478288, 88478286, 88655229, 88655227, 88671239.

 

Finally, in its response, applicant failed to expressly address the citation of prior pending Application Serial Nos. 88624927, 88709645,
88655231, 88478295, 88478292, 88478290, 88478288, 88478286, 88655229, 88655227, 88671239 and 87608702, which may serve as a
potential bar to registration of the applied-for mark under Trademark Act Section 2(d). As a preliminary matter, the examining attorney points
out that cited prior pending Application Serial Nos. 88624927 and 87608702 have abandoned, and thus, no longer serve as a potential bar to
registration of the applied-for mark under Trademark Act Section 2(d). Accordingly, the citation of Application Serial Nos. 88624927 and
87608702 is hereby withdrawn as moot. However, the examining attorney continues and maintains the citation of prior pending Application
Serial Nos. 88709645, 88655231, 88478295, 88478292, 88478290, 88478288, 88478286, 88655229, 88655227 and 88671239 herein.

 

Suspension

 

The application is suspended for the reason(s) specified below.  See 37 C.F.R. §2.67; TMEP §§716 et seq. 

 

The pending application(s) below has an earlier filing date or effective filing date than applicant’s application.  If the mark in the application(s)
below registers, the USPTO may refuse registration of applicant’s mark under Section 2(d) because of a likelihood of confusion with the
registered mark(s).  15 U.S.C. §1052(d);see37 C.F.R. §2.83; TMEP §1208.02(c).  Action on this application is suspended until the prior-filed
application(s) below either registers or abandons.  37 C.F.R. §2.83(c).  Information relevant to the application(s) below was sent previously.

 

            - U.S. Application Serial No(s). 88709645, 88655231, 88478295, 88478292, 88478290, 88478288, 88478286, 88655229, 88655227 and
88671239

 

Refusal(s) and/or requirement(s) maintained and continued.  The following refusal(s) and/or requirement(s) is/are maintained and continued: 

 

•          Section 2(d) Likelihood of Confusion Refusal
•          Specimen Refused – Advertising Material Not Acceptable for Goods [See below]
•          Identification of Goods is Indefinite – Applies to Specific Goods ONLY [See below]

 

Specimen Refused – Advertising Material Not Acceptable for Goods

 

Advertising for goods is not an acceptable specimen.  Registration is refused because the substitute specimen, submitted in applicant’s
response, dated 11/14/20, appears to be mere advertising and does not properly show the applied-for mark as actually used in commerce in
International Class 09.  Trademark Act Sections 1 and 45, 15 U.S.C. §§1051, 1127; 37 C.F.R. §§2.34(a)(1)(iv), 2.56(a); TMEP §§904, 904.04(b),
904.07(a).  An application based on Trademark Act Section 1(a) must include a specimen showing the applied-for mark as actually used in
commerce for each international class of goods identified in the application or amendment to allege use.  15 U.S.C. §1051(a)(1); 37 C.F.R.
§§2.34(a)(1)(iv), 2.56(a); TMEP §§904, 904.07(a). 

 

Specifically, applicant submitted a business card that features the mark NEST and references the ability to find it in the app store. However,
pursuant to TMEP §904.04(b), business cards are generally considered advertising, and therefore, are not acceptable as specimens of use on
goods.



 

Advertising is not acceptable as a specimen for goods.  See In re Yarnell Ice Cream, LLC, 2019 USPQ2d 265039, at *15-16 (TTAB 2019)
(quoting In re Siny Corp., 920 F.3d 1331, 1336, 2019 USPQ2d 127099, at *2-3 (Fed. Cir. 2019)); see also Avakoff v. S. Pac. Co., 765 F.2d 1097,
1098, 226 USPQ 435, 436 (Fed. Cir. 1985); TMEP §904.04(b), (c).  Advertising includes online advertising banners appearing on search-engine
results pages or in social media, advertising circulars and brochures, price lists, and business cards.  See TMEP §904.04(b).  

 

Examples of specimens.  Specimens for goods include a photograph of (1) the actual goods bearing the mark; (2) an actual container, packaging,
tag or label for the goods bearing the mark; or (3) a point-of-sale display showing the mark directly associated with the goods.  See 37 C.F.R.
§2.56(b)(1), (c); TMEP §904.03(a)-(m).  A webpage specimen submitted as a display associated with the goods must show the mark in
association with a picture or textual description of the goods and include information necessary for ordering the goods.  TMEP §904.03(i); see 37
C.F.R. §2.56(b)(1), (c).  Any webpage printout or screenshot submitted as a specimen must include the webpage’s URL and the date it was
accessed or printed on the specimen itself, within the TEAS form that submits the specimen, or in a verified statement under 37 C.F.R. §2.20 or
28 U.S.C. §1746 in a later-filed response.  See 37 C.F.R. §2.56(c); TMEP §§904.03(i), 1301.04(a).

 

Response options.  Applicant may respond to this refusal by satisfying one of the following for each applicable international class:

 

(1)        Submit a different specimen (a verified “substitute” specimen) that (a) was in actual use in commerce at least as early as the
filing date of the application or prior to the filing of an amendment to allege use and (b) shows the mark in actual use in commerce
for the goods identified in the application or amendment to allege use.  A “verified substitute specimen” is a specimen that is
accompanied by the following statement made in a signed affidavit or supported by a declaration under 37 C.F.R. §2.20:  “The
substitute (or new, or originally submitted, if appropriate) specimen(s) was/were in use in commerce at least as early as the filing
date of the application or prior to the filing of the amendment to allege use.”   The substitute specimen cannot be accepted without
this statement.

 

(2)        Amend the filing basis to intent to use under Section 1(b) (which includes withdrawing an amendment to allege use, if one was
filed), as no specimen is required before publication.  This option will later necessitate additional fee(s) and filing requirements,
including a specimen.

 

For an overview of the response options referenced above and instructions on how to satisfy these options using the online Trademark Electronic
Application System (TEAS) form, see the Specimen webpage.

 

Identification of Goods is Indefinite – Applies to Specific Goods ONLY

 

The wording “Non-downloadable, computer application software for mobile phones, namely, software for assisting with the collection of data,
organization and creating an inventory of items” in the identification of goods is indefinite and must be clarified because it lacks the requisite
specificity as to the format of computer application software properly classified in International Class 09.  See 37 C.F.R. §2.32(a)(6); TMEP
§1402.01. More specifically, the examining attorney points out that “Downloadable” and “recorded” goods are in International Class 09,
whereas providing their temporary, online non-downloadable use is a service in International Class 42.  See TMEP §1402.03(d).   Applicant may
substitute the following wording, if accurate:  “{Specify format in Class 09, e.g., Downloadable, Recorded} computer application software for
mobile phones, namely, software for assisting with the collection of data, organization and creating an inventory of items.”

 

Note: The examining attorney sets forth below, the suggested changes to the identification of goods in bold and italicized font.

 

Applicant may substitute the following wording, if accurate: 

 

“ {Specify format in Class 09, e.g., Downloadable, Recorded} computer application software for mobile phones, namely, software for assisting
with the collection of data, organization and creating an inventory of items; downloadable, computer software that provides web-based access to
applications and services through a web operating system or portal interface; mobile user interfaces, namely, interactive computer kiosk systems
comprised primarily of computers, computer hardware, computer peripherals, and computer touchscreens, used to, catalog, collaborate, organize,
manage, and inventory belongings, goods, services, experiences, documents, and notes”;   in International Class 09.

 

Scope of Goods (Advisory)

 



Applicant’s goods may be clarified or limited, but may not be expanded beyond those originally itemized in the application or as acceptably
amended. See37 C.F.R. §2.71(a); TMEP §1402.06.  Applicant may clarify or limit the identification by inserting qualifying language or deleting
items to result in a more specific identification; however, applicant may not substitute different goods or add goods not found or encompassed by
those in the original application or as acceptably amended. SeeTMEP §1402.06(a)-(b).  The scope of the goods sets the outer limit for any
changes to the identification and is generally determined by the ordinary meaning of the wording in the identification.  TMEP §§1402.06(b),
1402.07(a)-(b).  Any acceptable changes to the goods will further limit scope, and once goods are deleted, they are not permitted to be
reinserted.  TMEP §1402.07(e).

 

For assistance with identifying and classifying goods and services in trademark applications, please see the USPTO’s online searchableU.S.
Acceptable Identification of Goods and ServicesManual.  See TMEP §1402.04.

 

 

 

 

 

 

See id. These refusal(s) and/or requirement(s) will be made final once this application is removed from suspension, unless a new issue arises. 
See TMEP §716.01.

 

Suspension process.  The USPTO will periodically check this application to determine if it should remain suspended.  See TMEP §716.04.  As
needed, the trademark examining attorney will issue a letter to applicant to inquire about the status of the reason for the suspension.  TMEP
§716.05. 

 

No response required.  Applicant may file a response, but is not required to do so. 

 

 

/Brian P. Callaghan/

Trademark Examining Attorney

Law Office 108

Phone: (571) 272-4906

Email: brian.callaghan@uspto.gov

 

 

 



To: NEST EGG LABS INC. (Relani@BelousLaw.com)

Subject: U.S. Trademark Application Serial No. 88799352 - NEST - WP-Nest

Sent: December 11, 2020 05:54:32 PM

Sent As: ecom108@uspto.gov

Attachments:
 

United States Patent and Trademark Office (USPTO)

 

USPTO OFFICIAL NOTICE

 

Office Action (Official Letter) has issued

on December 11, 2020 for

U.S. Trademark Application Serial No. 88799352

 

Your trademark application has been reviewed by a trademark examining attorney.  As part of that review, the assigned attorney has
issued an official letter.  Please follow the steps below.

 

(1)  Read the official letter .  No response is necessary.

 

(2)  Direct questions about the contents of the Office action to the assigned attorney below. 

 

/Brian P. Callaghan/

Trademark Examining Attorney

Law Office 108

Phone: (571) 272-4906

Email: brian.callaghan@uspto.gov

 

Direct questions about navigating USPTO electronic forms, the USPTO website, the application process, the status of your
application, and/or whether there are outstanding deadlines or documents related to your file to the Trademark Assistance Center
(TAC).

 

 

 

GENERAL GUIDANCE
·        Check the status of your application periodically in the Trademark Status & Document Retrieval (TSDR) database to avoid

missing critical deadlines.
 

·         Update your correspondence email address , if needed, to ensure you receive important USPTO notices about your
application.

 

·         Beware of misleading notices sent by private companies about your application .  Private companies not associated with
the USPTO use public information available in trademark registrations to mail and email trademark-related offers and notices –
most of which require fees.  All official USPTO correspondence  will only be emailed from the domain “@uspto.gov.”
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